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United States District Court.D. Delawi 
MOTOROLA, INC., Plaintiff, 



iL TECHNOLOGY CORPORATION, 
Defendant. 
INTERDIGITAL TECHNOLOGY CORPORATION, 



Df Connolly, Bove, Lodge & Hut2 



Wilmington, Delaware; Gary M. Hoffman . Howard N. 
Feldman . of Dickstein, Shapiro & Morin, Washington, 
D.C.; for Plaint"- ' 



MEMORANDUM OPINION 
LONGOBARDl . J. 
I. NATURE AND STAGE OF THE PROCEEDINGS 



elephone indust 



, 1993, 



Morin ("DS & M"). DS & M is 
ITC in this action, and as such is entitled by the 
protective order to receive Motorola's confidential 
information. DS & M also prosecutes patents for ITC 
in the PTO. Motorola seeks to amend the protective 
order in this case to ensure that no DS & M attorneys 
who prosecute patent applications for ITC in the 
patents in suit have access to Motorola's confidential 
information. On September 28, 1994, both parties 
argued this issue before the Court. 

11. FACTS 

On October 8, 1993, Motorola filed its claim in 
this present acUon. Docket Item ("D.I.") 1. One week 
later, on October 15, 1993, DS & M became attorneys 
of record for several ITC patent applications, 
"including four United States continuation or 
divisional applications which take their parentage 
from the patents in suit."D'Amico Affidavit, at 2-3. 
Prior to October 15, 1993, Kenyon & Kenyon had 



'Of ret 



tapplica 



On Man 
in this case.! 
DS & M was 



; of the DS & M attome 



On October 


12, 1993 


Interdigital 


Tf 


xhnology 


claim arising . 










out of 'the 


same patent 


s,'"/, 


iterdlgltal 


Technology Cc 




.. Motorola, . 




C.A. No. 




; Eastern D 


istrict of Pen 




vania. On 


February 17, 


1994, the 


Eastern Dist 








this Court 


and designated 


C.A. No. 


94-73. On Sept, 












designated as 


ithe 


lead case. 



iently before the court is Motorola's letter of 
)er 21, 1994, ("Motorola letter") and ITC's 
; letter of September 23, 1994, regarding the 
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February 9, 1994, both parties argued the is 



implies that DS & M sh 






August 10, 1994, ITC and 

stipulation which enabled two lawyers from Cushman, 

Darby & Cushman ("CD & C") (co-counsel for ITC) 

two CD & C attorneys agreed "to refrain from 
prosecution of patent applications directed to mobile 
digital telephone communication equipment and 
processes during the pendency of this case and until 
he conclusion of this litigation."D.l. 69. 



Agam 



nt prosecution representafon 



*2 ITC denies these allegations of mproper 
cealment, Mr. Hoffman of DS & M states dun is 

course of the parties' negotiations over Robert 
mson's access to certain Motorola docun ents I 
ieve 1 told counsel for Motorola that DS & M was 
secuting patents for ITC'Hofiman Aff dav t at 4 K 
Nith respect to the CDC stipulation, Mr. Hoffrnan 
es that ITC consented to the stipulation in order to 

torola's position. Hoffman Affidavit at 4-5, H 8.™ 
reover, counsel for ITC seem to have been guided 
ill times by their belief that nc 









nology related to the 
patents at issue. U'Amico Affidavit H 9; Hoffman 
Affidavit H 3; D.I. 86, at 109 (Mr. Bove stating that m 
his mind, there was always a clear distinction between 



FN2. Mr. Hoffman's statement is supported 
by Mr. Bove's letter of August 8, 1 994 to Mr. 
Hermann of Bayard, Handehnan & Murdoch 
(local counsel for Motorola): "So the record 




prosecute ITC patents. 

fears that it is impossible for DS & M attorn 
compartmentalize the knowledge gained 
rev ewing Motorola's confidential documents ai 
the confidential knowledge gained will inevita 
used in prosecuting ITC's patent applications, 
use would violate the protective order's proh 
against use of the confidential information for a 



prohibition against outside counsel performing these 

Metal Alloys, No. 337-TA-143 (U.S.I.T,C.1983)., anc 
its progeny. In re Certain Magnetic Switches, 1993 
ITC LEXIS 143 (U.S.I.T.C.1993)./(mor;)/ M t i 

had access to complainant's confidential int rm t 

agents in preparing patent applications. Th c 

firm did not prosecute their client's patent appi t n 
but prosecuted patents for other clients in th n 

Complainant argued that these firms Id n i 



lusly pros 



It applica 



08 Thomson/West. No Clain 



Case 1 :05-cv-02048-RBW Document 6i 

Not Reported in F.Supp. 

Not Reported in F.Supp., 1994 WL 16189689 (D.Del.) 

(Cite as: Not Reported in F.Supp.) 



: conflict, and the 


Amorphous Metal at 5. 


; were disqualified 






The Court declines to rest its decision upon a 




bright-line distinction between "in-house" and 


les to reach the 




ent this is due to 


"should be denied or granted on the basis of each 








with the party represented, without regard to whether a 




particular counsel is in-house or retamed."£/..S. Steel 




Cora V. United States. 730 F.2d 1465, 1469 









protection against 
on and each must be 

' ' Safe Flizht. 682 



Company v. Phillips Petroleum Company, 219 
U.S.P.Q. 37 (D.Del.l982) (Latchum, J.)). After 
carefully weighing the relevant factors, which are 
discussed below, the Court holds that the DS & M 
attorneys who have received confidential information 
from Motorol 



ly ITC pa 



-ofthi 



lo both. In Amorpht 



t applica 



been excluded from protectivi 
an inherent untrustworthiness 
ise ties with the corporate clien 
unsel serve as legal advisors 
n intimately involves them ii 




during the 


in-house 


conns, 




ir after the 


competiti- 




ision making or scientific research in 


ng appeals. 


determini 


nfi wh 


lether an individual would have a 




difficult 




;ompartmentalizmg his knowledge. 






- Tech 


molomi Core. v. Armco. Inc.. 132 




efforts. The process of prosecuting patent ap 
argued by Mr. Krupka at the September 21 



)8 Thomson/West. No Claim to Oiig U S Govi 



Case 1 :05-cv-02048-RBW Document 6i 
Not Reported in F.Supp. 

Not Reported in F.Supp., 1994 WL 16189689 (D.Del.) 
(Cite as: Not Reported in F.Supp.) 



Filed 01/15/2008 Page 5 of 8 



DataConlwlIr,c..6S2F.Sn 



>. 20 (D.Del 1988) (Roth, 



fsrequ 



has represented to this Court that its in-house counsel 
neither conduct scientific research nor ptosecute 
parente. These attorneys simply do not face [plaintiffs 
president's] prospect of having to distil one's own 
thoughts from a competitor's thoughts di 



;offutu 



so rehed 




tion that DS & M attorneys 
information and then later 
prosecute patents will have to distil and 
compartmentalize the confidential knowledge they 
have gained. The inquiry must shift, therefore, to the 
dangers of inadvertent disclosure and the possible 
protections that may exist against such disclosure. 

B. Inadvertent Disclosure 



)t deny that it is theoretically possible for them to 
mse the confidential information received, but argue 
at they understand their ethical duty and will act in 

)sition in !n re Certain Amorphous Metal Alloys, No. 
S7.TA-143, at 3 (U.S.I.T.C.I983): "[I]n the event 
at a conflict is posed as a result of knowledge gained 

;lieve that it is appropriate to presume that 
spondents' counsel will respect the integrity of the 
)nfidential information released under a protective 



; "posed" to them The is 



during future years of research to separate the 
applications he has extrapolated from [defendant's] 
documents from those he develops from his ovm 
ideas " Safe F/ieto. 682 F ' 





rtence, like the thief m-the-mght, i 






t Its victuns Inadvertent or accidental 


disclosure may or may not be predictable Tc 




extent that 


It may be predicted, and canno 




adequately 


forestalled in the design of a prote 






y be a factor in the access decision.' 
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entlv 
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applications relating to the very patei 






i litigation. Attorneys who were to 








and 




prosecute the patents would hav 




constantly challenge the origin of every idea, 6 


;very 


spark of gen 


ius. This would be a Sisyphean task, f 


or as 




e idea would be stamped "untam 






juld come to mind, The leve 


1 of 




n that would be required is simpl> 






lect, no matter how intelligent, dedic 


ated. 


or ethical the DS & M attorneys may be. 







d Corp. V. United S 




1465. 1469 (Fed.Ci: 


r.l984) ("forcing I 


JSS to rely on 


unnecessary hardshi 


isel would create a 




V. Sundstrand Dat, 




.Sudd. 20. 22 



litigation); In re Certain Amorphous Metal Alloys. No. 
337-TA-143, at 3 (U.S.I.T.C.1983) ("disqualification 
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week after the filing 


-of Motor 


the appearance of i 
would be efficient ti 
patent application ii 


1 the ftituri 






&M.The 



patent applications. The prohibition applies only to 
patent prosecutions for ITC, not for all othei 
clients.'^Finally, there is a time limit on the 



*6 


This confli 


ct was created by ITC a 


,fter the 




^oflitigati 


on, and could hav 




avoided 


altogeth 


er by ITC. 


Under these cin 






Court w 


ill take hare 


Ishipintoaccoum 


in fashi( 




remedy, 


but does 




hardship severe 


enough 


todenyrelii 








D. Timi 


ng of the Remedy 








imorphous. 


Me(fl/,theCcmmis 


isionrec 


ognized 


that a di 




d, but decided thai 


: there w 


'as not a 


present 


conflict, 


nly a mere possi 


bility 


f future 


conflict. 




■s Metals at 8. As 




t of this 



FN5. The Court presumes that DS & M's 
ethical duty to its client, ITC, would prevem 
DS & M from prosecuting patent 
applications for other clients that are of 
similar subject matter as ITC's patents in this 
case. Therefore, Motorola's confidential 



DS & M has represented that to date, only Mr. 
'Amico has worked on patent application matters 

formation. See D'Amico Affldavit. Because he has 



matter directly related to the confidential infonna 
appeared in a patent application after release und 
protective order."Amorphous Metal at 6 n. 13. In ei 
the Commission promised to remedy the injury aft 



Given the voluminous information supplied to date by 
Motorola under the protective order, the ongoing dual 
role of the DS & M attorneys, and the need to closely 
guard confidential information in the patent area, this 

will act to prevent the possibility of injury to 

E. Scope of the Remedy 

All DS & M attorneys or employees who have 
received confidential information from Motorola 
under the protective order in this case shall not 
prosecute any patent application for ITC relating to the 
broad subject matter of the patents in suit during the 



of Mr. D'Amic( 
ITC has receive! 





NOW, THEREFORE, for all the re 


asons stated by 




Court in its Memorandum Opinio 


n of December 


19, 


1994, IT IS ORDERED that: 






*7 1 The protective order, Docke 


t Item 35, shall 


be 


amended to provide that any Dicksi 


tein, Shapiro & 




)rin ("DS & M") attorneys who 








rola under the 


pre 




ny InterDigital 




chnology Corporation patent appM( 


:ations relating 
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